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Art Unit: 3626 

DETAILED ACTION 
Notice to Applicant 

1. This communication is in response to the application filed 9 August 2001 and the 
Preliminary Amendment filed 21 November 2003. Claims 1-42 are pending 



Duplicate Claims Warning 

2. Apphcant is advised that should claim 31 be found allowable, claims 41 and 42 will be 
objected to under 37 CFR 1.75 as being substantial duplicates thereof. When two claims in an 
application are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to object to the other 
as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 



Claim Rejections - 35 USC §102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly fi-om an 
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international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

4. Claims 1, 4-13, 18, 20-22 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Deavers, U.S. Patent Number 6, 044, 352. 

(A) As per claim 1 , Deavers teaches a method of managing health care resources for a 
health care consumer, the method comprising: 

inserting taxable resources into a health savings account (Deavers; column 2, lines 18-21, 
column 3, lines 50-56); 

inserting nontaxable resources into the health savings account (Deavers; column 2, lines 
18-21, column 3, lines 50-56); and 

enabling the health care consumer to access the health savings account to reimburse a 
health care provider (Deavers; column 4, lines 39-42, column 6, lines 1-4). 

(B) As per claims 4-12, Deavers teaches a method as analyzed and discussed in claim 
1 above 

wherein an employer of the health care consumer provides the taxable resources or the 
nontaxable resources (Deavers; colunm 2, Hnes 57-61); 

further comprising enabling additional taxable resources and additional nontaxable 
resources to be inserted in the health savings account at a subsequent time (Deavers; column 4, 
lines 39-42); 
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fiirther comprising enabling the health care consumer to insert additional resources into 
the health savings account when an amount of resources available in the health savings account 
is insufficient to reimburse the health care provider (Deavers; column 7, lines 65 to colunm 8, 
line 11); 

wherein the health savings account includes a maximum expenditure limit (Deavers; 
colunm 4, lines 58-62); 

fiirther comprising enabling the health care consumer to provide additional resources for 
health care costs beyond the maximum expenditure limit (Deavers; colunm 4, lines 58-62); 

fiirther comprising enabling a party other than the health care consumer to provide 
additional resources for health care costs beyond the maximum expenditure limit (Deavers; 
column 4, lines 58-62); 

wherein the party includes at least one of an employer and an insurance provider 
(Deavers; column 2, lines 57-61); 

fiirther comprising deducting resources for reimbursement above the maximum 
expenditure limit fi-om the health savings account (Deavers; column 4, lines 58-62); and 

wherein at least a portion of the health savings account is placed in an investment 
vehicle (Deavers; column 3, lines 50-53). 

(C) Claim 13 differs from method claim 1 in that it recites a health savings account 
for a health care consumer, rather than a method for managing heath care resources for a health 
care consumer, in the preamble. 
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Apparatus claim 13 repeats the subject matter of claim 1 as a set of elements rather than a 
series of steps. As the imderlying processes of claims 1 have been shown to be fully disclosed 
by the teachings of Deavers in the above rejection of claim 1, it is readily apparent that the 
system disclosed by Deavers includes the apparatus to perform these functions. As such, these 
limitations are rejected for the same reasons given above for method claim 1, and incorporated 
herein. 

(D) As per claims 18, 20-22, Deavers teaches an account as analyzed and discussed in 
claim 13 above 

wherein the online controller displays information describing a health care opportunity 
(Deavers; Figure IE, column 5, lines 58-66); 

further comprising a services database enabling the health care consumer to identify a 
health care opportunity (Deavers; column 5, lines 50-57, column 8, lines 6-12); and 

wherein identifying a health care opportunity includes enabling the health care consumer 
to allocate resources for the health care opportunity (Deavers; column 4, lines 39-42, colunrn 6, 
lines 1-4, column 7, lines 65 to column 8, line 1 1); 

wherein the allocation device is structured and arranged to access one or more 
transaction parameters utilized by the allocation device to update information in the services 
database (Deavers; column 3, lines 34-42). 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claim 26-27, 29, 31-33, 35, 37-38, 41-42 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Barber et al, U.S. Patent Number 4,858,121. 

(A) Claim 26 differs from claim 1 in that it is a health care system that facilitates 
selection of a health care provider rather than a method of managing health care resources for a 
health care consumer. 

As per claims 26-27, 29, Barber teaches a health care system comprising: 

a first host structured and arranged to facilitate selection of a health care provider 
(Barber; Abstract, column 8, line 54 to column 9, Une 2); and 

a second host structured and arranged to manage an online health account (Barber; 
Abstract, column 3, lines 61-66); 

wherein facilitating selection of the health care provider includes maintaining a services 
database (Barber; column 3, lines 41-59, column 6, lines 50-58); and 

wherein facilitating selection of the health care provider includes updating the services 
database (Barber; column 7, lines 22-28). 

(B) As per claims 3 1-33, 35, 37-38, 41-42, Barber teaches a health care system as 
analyzed in claim 26 above 

wherein managing the online health account includes establishing the online health 
account (Barber; column 5, line 65 to column 6, line 9, column 9, lines 1 1-25); 
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wherein managing the onhne health account includes enabling access to the services 
database (Barber; column 3, lines 41-59, column 6, lines 50-58); 

wherein managing the online health account includes populating a services database 
(Barber; column 7, lines 22-28); 

wherein managing the online health account includes enabling transaction processing 
(Barber; column 6, lines 55-59); 

wherein managing the online health account includes receiving funds (Barber; Abstract, 
column 3, lines 61-66); and 

wherein managing the online health account includes allocating funds (Barber; Abstract, 
column 3, lines 61-66). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 2-3, 14-17, 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deavers, U.S. Patent Number 6, 044, 352 as apphed to claims 1 and 13 above, and further in 
view of Barber et al., U.S. Patent Number 4,858,121. 



(A) 

above. 



As per claim 2-3, Deavers teaches a method as analyzed and discussed in claim 1 
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Although Deavers teaches electronic transfers of funds (Deavers; column 3, lines 53-56, 
column 7, line 65 to column 8, line 2), Deavers fails to explicitly disclose a method 

wherein enabling the health care consumer to reimburse the health care provider includes 
enabling the health care consimier to direct reimbursements from an online health account and 

further comprising enabling the online health account to display transaction information 
related health care that has been provided. 

However, the above features are well-known in the art, as evidenced by Barber. 

In particular, Barber teaches 

wherein enabling the health care consumer to reimburse the health care provider includes 
enabling the health care consumer to direct reimbursements from an online health account 
(Barber; Abstract, column 3, lines 61-66) and 

fiulher comprising enabling the online health account to display transaction information 
related health care that has been provided (Barber; column 6, lines 55-59). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Deavers to include the above limitations, as taught by Barber, 
with the motivations of reducing delays between the time medical services were provided and 
when compensation was received , thus decreasing physicians' overhead, lowering medical costs 
to the consumer (Barber; column 1, 49-53). 

(B) Apparatus claims 14, and 19 repeat the subject matter of claims 2, and 3, 
respectively, as a set of elements rather than a series of steps. As the underlying processes of 
claims 2 and 3 have been shown to be ftiUy disclosed by the collective teachings of Deavers and 
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Barber in the above rejections of claims 2 and 3, it is readily apparent that the system disclosed 
collectively by Deavers and Barber includes the apparatus to perform these functions. As such, 
these hmitations are rejected for the same reasons given above for method claims 2 and 3, and 
incorporated herein. 

(C) As per claims 15-17, Deavers and Barber teach an account as analyzed and 
discussed in claims 13 and 14 above 

wherein the communications device includes a computing device (Deavers; column 1, 
lines 38-46, column 7, lines 59-67); 

w^herein the communications device includes a telephone (Deavers; Figure IF, column 6, 
lines 44-47); 

wherein the online controller enables a display of information in the taxable account or 
the nontaxable account (Barber; column 3, 59-66) 

9. Claims 23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Deavers, 
U.S. Patent Number 6, 044, 352 as applied to claims 13 and 20 above, and further in view of 
Henley, U.S. Patent Application Publication Number 2002/0065758. 

(A) As per claims 23-25, Deavers teaches an account as analyzed and discussed in 
claims 13 and 20 above. 

Deavers fails to explicitly disclose an account 

wherein the services database includes a quality assessment tool created from feedback 
of the health care consumer; 
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wherein the services database includes a directory of health care providers; and 
further comprising enabling the health care consumer to search the directory of health 
care providers by cost, location, affiliation or quality. 

Hov^ever, the above features are v^ell-knov^n in the art, as evidenced by Henley. 
In particular, Henley teaches 

wherein the services database includes a quality assessment tool created from feedback 
of the health care consumer (Henley; paragraph [0037]); 

wherein the services database includes a directory of health care providers (Henley; 
paragraph [0085]); and 

further comprising enabling the health care consumer to search the directory of health 
care providers by cost, location, affiliation or quality (Henley; Abstract, paragraphs [0019] 
[0084]). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the account of Deavers to include the above limitations, as taught by 
Henley, with the motivations of improving the quality of medical services provided to patients 
and other buyers of medical services (Henley; paragraph [0037]). 

10. Claims 28, 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Barber et 
al., U.S. Patent Number 4,858,121 in view of Henley, U.S. Patent Application Publication 
Number 2002/0065758. 
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(A) As per claims 28, 30, Barber teaches a system as analyzed and discussed in claim 
26 above. 

Barber fails to explicitly disclose a system 

wherein facilitating selection of the health care provider includes soliciting feedback 
regarding the health care provider; and 

wherein facilitating selection of the health care provider includes enabling the services 
database to be searched. 

However, the above features are well-known in the art, as evidenced by Henley. 

hi particular, Henley teaches 

a system wherein facilitating selection of the health care provider includes soliciting 
feedback regarding the health care provider (Henley; paragraph [0113]); and 

wherein facilitating selection of the health care provider includes enabling the services 
database to be searched (Henley; Abstract, paragraph [0084]). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the account of Barber to include the above limitations, as taught by Henley, 
with the motivations of providing a more convenient mechanism for identifying and contacting a 
high quality, qualified medical service provider that will provide a desired medical service at the 
desired quahty, time, location and price (Henley; paragraph [0023]). 

11. Claims 34, 36, 39-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barber et al., U.S. Patent Number 4,858,121 as applied to claim 26 above and further in view of 
Deavers, U.S. Patent Number 6, 044, 352. 
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(A) As per claims 34, 36, 39-40, Barber teaches a system as analyzed and discussed in 
claim 26 above. 

Barber fails to explicitly disclose a system 

wherein managing the online health account includes opening a health savings account; 
wherein managing the online health account includes setting the health savings account 
preferences; 

wherein managing the online health account includes depositing funds into the health 
savings account; and 

wherein managing the online health account includes withdrawing funds from the health 
savings account. 

However, the above features are well-known in the art, as evidenced by Deavers. 
In particular, Deavers teaches a system 

wherein managing the online health account includes opening a health savings account 
(Deavers; Figure lA, Item 14, column 2, line 52 to column 3, line 10); 

wherein managing the online health account includes setting the health savings account 
preferences (Deavers; column 7, lines 44-59); 

wherein managing the online health account includes depositing funds into the health 
savings account (Deavers; column 2, line 52 to column 3, line 10); and 

wherein managing the online health account includes withdrawing funds from the health 
savings account (Deavers; column 2, line 52 to column 3, line 10). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the account of Barber to include the above limitations, as taught by Deavers, 
with the motivations of permitting individuals, families and defined groups, such as employers 
on behalf of their employees, or affiliation groups on behalf of their members, to establish 
medical savings accounts in an efficient and economical fashion (Deavers; column 1, lines 11- 



12. The prior art made of record and not relied upon is considered pertinent to Applicant's 
disclosure. The cited but not appUed references, Mayer et al., U.S. Patent Application Number 
2002/0010597, Ramsaroop, U.S. Patent Application Number 2001/0027402, Kenna, et al, U.S. 
Patent Number 6, 108, 641, Javors, U.S. Patent Application Number 2002/0152097, Wizig, U.S 
Patent Number 6, 735, 569, and Kahn et al., U.S. Patent Number 6, 401, 079 teach the 
environment of health savings accounts for fixture medical expenses. 

13. Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks 



15). 



Conclusion 



Wasliington D.C. 20231 



or faxed to: 



(571) 273-8300. 



For informal or draft communications, please label 
"PROPOSED" or "DRAFT" on the fi-ont page of the 
communication and do NOT sign the communication. 
After Final communications should be labeled "Box AF. 



ft 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Natahe A. Pass whose telephone number is (571) 272-6774. The 
examiner can normally be reached on Monday through Thursday from 9:00 AM to 6:30 PM. The 
examiner can also be reached on alternate Fridays. 

15. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas, can be reached at (571) 272-6776. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Receptionist 
whose telephone number is (571) 272-3600. 

16. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Natalie A. Pass 



February 1,2006 




C. LUKEGILLIGAN 
PATENT EXAMINER 



